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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) D Responsive to communication(s) filed on _. 

2a)n This action is FINAL. 2b)ISI This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
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6) K Claim(s) 1-22 is/are rejected. 
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Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) Including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I) n The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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DETAILED ACTION 
Priority 

1. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Information Disclosure Statement 

2. The information disclosure statement (IDS) submitted on 1 1/14/03 was filed before the 
mailing date of a first Office Action on the merits. The submission is in compliance with the 
provisions of 37 CFR 1.97. Accordingly, the information disclosure statement is being 
considered by the examiner. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 1-22 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. As to claim 1, it is unclear whether the claimed "structure that is periodic" is part 
of said top and bottom surfaces or simply another part of said base and said bar. Furthermore, 
claims 2 and 7 recite the limitations "period" and "structure" in describing the bone adaptive 
surface. There is insufficient antecedent basis for this limitation in the claim. As to claim 21, it 
is unclear from the claim language what applicant is trying to claim regarding the limitation that 
"marginal zones are formed a depression. . ." 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1,7-10, and 13-17 are rejected, as understood, under 35 U.S.C. 102(b) as being 
anticipated by Kurpis (4,768,956). As to claim 1, Kurpis shows a prosthetic device for 
implanting in bone comprising a thread carrier (18, column 5, line 36-39); a base (bottom of 
Figure 2); at least one bar fixing said base to said thread carrier (12); said base and said bar 
having a top surface and a bottom surface (Figure 2), wherein said top and bottom surfaces are 
bone adaptive (col 3, In 1 1-13) and have a structure that is periodic (14). As to claim 7, Kurpis 
shows in Figure 4 that the period varies. As to claims 8 and 9, Figure 5 shows the periodic bone 
adaptive surface is a spiral, wherein said spiral centers on said thread carrier (118). As to claim 
10, Figure 1 shows surface structures (14) that are parallel. As to claim 13, Kurpis shows in ' 
Figures 1 and 5 a base that is curvilinear in shape. As to claim 14, Figure 1 shows the base is 
substantially rectangular. As to claim 15, Figure 1 shows the base is curvilinear in part and 
substantially rectangular in part. In claim 16, the bone adaptive surface structure includes ridges 
(28) that are curvilinear and concave to a direction of prosthetic device insertion and 
substantially vertical on a face facing away from said direction of insertion. As to claim 1 7, the 
height of said base and said bar varies radially (Figure 2). 
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Claim Rejections - 35 (JSC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 2-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kurpis in 

view of Boyle (6,277,149). As to claim 2, Kurpis discloses a prosthetic device for implanting in 

bone as previously described above, but fails to show that only one of said top or said bottom 

surfaces has a periodic bone adaptive surface structure. Boyle, however, teaches a prosthetic 

device in which only one of said top or bottom surfaces has a periodic bone adaptive surface 

structure (Figure 8). Therefore, it would have been obvious to one having ordinary skill in the 

art at the time of applicant's invention to make only one side have a periodic bone adaptive 

surface in order to ensure that osseointegration occurs within the most effective region as taught 

by Boyle. As to claim 3, Kurpis fails to show that only said base has said periodic bone adaptive 

surface structure, Boyle, however, teaches a prosthetic device in which only one surface has a 

periodic bone adaptive surface structure (col 5, In 45-48). Therefore, it would have been obvious 

to one having ordinary skill in the art at the time of applicant's invention to make only the base 

have a periodic bone adaptive surface in order to ensure that osseointegration occurs at the 

bottom of the device to serve as an anchor for the prosthetic as taught by Boyle. As to claims 4 

and 5, Kurpis fails to show that the periodic bone adaptive surface is corrugated or has ridges 

with sharp edges oriented outwards from said top or bottom surface. Boyle, however, teaches a 

prosthetic device which has a periodic bone adaptive surface that is corrugated and has ridges 
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with sharp edges oriented outwards (28). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time of applicant's invention to make the periodic bone adaptive 
surface corrugated or make it with ridges in order to facilitate proper osseointegration and to 
keep the device stationary so it does not slip out of position as taught by Boyle. 

6. Claims 4, 6, and 18-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kurpis in view of Grafelmann (4,538,304). As to claims 4 and 6, Kurpis discloses a prosthetic 
device for implanting in bone as previously described above, but fails to show that the periodic 
bone adaptive surface structure is corrugated or has rounded troughs that are concave. 
Grafelmann, however, teaches a prosthetic device for implanting in bone which has a periodic 
bone adaptive surface that is corrugated (col 2, In 52) and that has rounded troughs that are 
concave (4). Therefore, it would have been obvious to one having ordinary skill in the art at the 
time of applicant's invention to make the periodic bone adaptive surface corrugated or with 
concave troughs so that the osseointegration process involves bone that grows into the grooves of 
the corrugated region and the troughs as taught by Grafelmann. As to claim 18, Kurpis fails to 
show that the periodic bone adaptive surface structure has a base with a first height and a second 
shorter height at a marginal zone that is along a portion of a periphery of said base. Grafelmann, 
however, teaches a prosthetic device for implanting in bone which has a base with a first height 
(top of Figures 2,4) and a second shorter height at a marginal zone that is along a portion of a 
periphery of said base (bottom of Figures 2,4). Therefore, it would have been obvious to one 
having ordinary skill in the art at the time of applicant's invention to make the periodic bone 
adaptive surface have a base with a first height and a second shorter height in order to promote 
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the application of pressure by the body plate to the surrounding body tissue as taught by 
Grafelmann. As to claim 19, a radial depth of the marginal zone varies along the periphery of 
the base (Figure 4). As to claim 20, Figure 4 shows the marginal zones comprise reentrant 
angles. As to claim 21, Figure 4 shows a depression formed in the marginal zones that is relative 
to either the top or bottom surface of the base and is flush with the other surface. As to claim 22, 
Figure 4 shows some of the marginal zones form depressions in one of the top or bottom surface 
and other marginal zones form depressions in the other surface. 

7. Claims 1 1 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kurpis 
in view of Baege (5,965,006). As to claim 11, Kurpis discloses a prosthetic device for 
implanting in bone as previously described above, but fails to show that the periodic bone 
adaptive surface structure is a matrix of bowl-like depressions. Baege, however, teaches a 
prosthetic device for implanting in bone which has a periodic bone adaptive surface that is a 
matrix of bowl-like depressions (Figure la). Therefore, it would have been obvious to one 
having ordinary skill in the art at the time of applicant's invention to make the periodic bone 
adaptive surface a matrix of bowl-like depressions in order to provide a sufficient anchoring 
depth for ingrowing bone matter during osseointegration as taught by Baege. As to claim 12, it 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to make said depression have a depth in a range from about 0.05 mm to about 0.25 mm, 
since it has been held that where the general conditions of a claim are disclosed in the prior art, 
discovering the optimum or workable ranges involves only routine skill in the art. In re Aller, 
105 USPQ 233. 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Please refer to included form PTO-892 for all additional pertinent prior art related to 
prosthetic devices for implanting in bones. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jonathan Werner whose telephone number is (571) 272-2767. 
The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin Shaver can be reached on (571) 272-4720. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




JSW 
11/19/05 
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